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AMENDMENTS TO THE DRAWINGS 

The attached sheet(s) of drawings includes changes to FIGURE 1. 

Attachment: Replacement sheet 



25782978 J 



Application No. 10/685,287 

Reply to Office Action of March 16, 2007 



Docket No.: 100203448-2 



REMARKS 

Applicant hereby traverses the current objections and rejections, and requests 
reconsideration and withdrawal in light of the amendments and remarks contained herein. 
Claims 1-34 are pending in this application. 

Objection to the Drawings 

The Examiner has objected to the drawings, specifically FIGURE 1. In response, 
Applicant submits a proposed drawing change to FIGURE 1, as suggested by the Examiner, 
which labels FIGURE 1 as prior art. No new matter has been entered. As each identified 
instance of informality has been corrected with a corresponding proposed amendment, Applicant 
believes that the objection to the drawings has been overcome, and that this objection should be 
withdrawn. 

Objection to the Specification 

The specification is objected to in the Office Action, as requiring update of the current 
status of the referenced applications. The referenced applications at paragraph [0001] of the 
specification have been amended to include updated information with respect to the referenced 
applications. Thus, Applicant believes that the objection to the specification has been overcome, 
and that this objection should be withdrawn. 

The Office Action has also noted the use of the trademarks "ITANIUM" and 
"WINDO WS'\ Applicant has amended paragraphs [0003] and [0004] to properly refer to the 
"ITANIUM" trademark by presenting the word in all capital letters. No new matter has been 
entered. Claims 1 3 and 27 have also been amended to refer to the trademark "ITANIUM" by 
replacing "Itanium" in all capital letters. 

Rejection Under 35 US.C. § 102 

Claims 1-6, 8, 10-12, 14-20, 23-26, and 28-34 are rejected under 35 U.3.C. § 102(e) as 
being anticipated by O'Shea (U.S. Application 2004/0128568). 
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It is well settled that to anticipate a claim, the reference must teach every element of the 
claim, see M.P.E.P. §2131. Moreover, in order for a prior art reference to be anticipatory under 
35 U.S.C. § 102 with respect to a claim, "[t]he elements must be arranged as required by the 
claim," see M.P.E.P. § 2131, citing In re Bond, 15 U.S.P.Q.2d 1566 (Fed. Cir. 1990). 
Furthermore, in order for a prior art reference to be anticipatory under 35 U.S.C. § 102 with 
respect to a claim, u [t]he identical invention must be shown in as complete detail as is contained 
in the . . . claim," see M.P.E.P. § 2131, citing Richardson v. Suzuki Motor Co., 9 U.S.P.Q,2d 
1913 (Fed. Cir, 1989). Applicant respectfully asserts that the rejection does not satisfy these 
requirements. 

Claim 1 defines a method for changing control of a processor that is in an active state 
under the control of an operating system to a borrowed state wherein the processor is under 
control of firmware. The method includes deciding, by the operating system, whether to grant 
the request. O'Shea does not disclose at least these limitations. The Office Action relies on 
paragraph [0043], lines 1-19 of O 5 Shea as teaching these limitations. However, this portion of 
O'Shea does not discuss having the operating system decide whether to grant the request for a 
change in control. This paragraph allows for code to be executed by the operating system before 
entry into the lower power state if the code exists. Thus, this paragraph does not discuss having 
the operating system make any decision. Thus, O'Shea does not teach all of the claimed 
limitations. Therefore, the Applicant respectfully asserts that for the above reasons claim 1 is 
patentable over the 35 U.S.C. § 102 rejection of record. 

Claim 1 5 defines a computer system wherein the operating system decides whether to 
place the processor in the borrowed state and sends an interrupt signal to move the processor into 
the borrowed state. O'Shea does not disclose at least these limitations. The Office Action relies 
on paragraph [0043], lines 1-19 of O'Shea as teaching these limitations. However, this portion 
of O'Shea does not discuss having the operating system decide whether to place the processor in 
the borrowed state. This paragraph allows for code to be executed by the operating system 
before entry into the lower power state if the code exists. Thus, this paragraph does not discuss 
having the operating system make any decision. Thus, O'Shea does not teach all of the claimed 
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limitations. Therefore, the Applicant respectfully asserts that for the above reasons claim 15 is 
patentable over the 35 U.S.C. § 102 rejection of record 

Claim 31 defines a computer system that has a processor for executing code, and includes 
means, operative by the operating system, for deciding whether to grant the request. The Office 
Action relies on paragraph [0043], lines 1-19 of O'Shea as teaching these limitations. However, 
this portion of O'Shea does not discuss having a means that is operable by the operating system 
for deciding whether to grant the request to change control This paragraph allows for code to be 
executed by the operating system before entry into the lower power state if the code exists. 
Thus, this paragraph does not discuss having the any means operable by the operating system to 
make any decision. Thus, O'Shea does not teach all of the claimed limitations. Therefore, the 
Applicant respectfully asserts that for the above reasons claim 31 is patentable over the 35 
U.S.C. § 102 rejection of record. 

Claim 33 defines a computer readable medium having computer program logic recorded 
thereon for changing control of a processor that is in an active state under the control of an 
operating system to a borrowed state wherein the processor is under control of firmware. The 
medium includes logic for deciding, by the operating system, whether to grant the request. The 
Office Action relies on paragraph [0043], lines 1-19 of O'Shea as teaching these limitations. 
However, this portion of O'Shea does not discuss having logic for deciding, by the operating 
system, whether to grant the request for a change in control This paragraph allows for code to 
be executed by the operating system before entry into the lower power state if the code exists. 
Thus, this paragraph does not discuss having any logic for deciding by the operating system to 
make any decision. Thus, O'Shea does not teach all of the claimed limitations. Therefore, the 
Applicant respectfully asserts that for the above reasons claim 33 is patentable over the 35 
U.S.C. § 102 rejection of record. 

Claims 2-6, 8, 10-12, 14, 16-20, 23-26, 28-30, 32, and 34 depend from base claims 1, 15, 
31,33, respectively, and thus inherit all limitations of their respective base claim. Each of claims 
2-6, 8, 10-12, 14, 16-20, 23-26, 28-30, 32, and 34 sets forth features and limitations not recited 
by O'Shea. Thus, the Applicant respectfully asserts that for the above reasons claims 2-6, 8, 10- 
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12, 14, 16-20, 23-26, 28-30, 32, and 34 are patentable over the 35 U.S.C. § 102 rejection of 
record. 

Rejections Under 35 U.S.C g 103 

Claims 7, 9, 21, and 22 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
O'Shea in view of the article entitled "Advanced Configuration and Power Interface 
Specification", revision 2.0b, dated 11 October 2002, (hereinafter the ACPI specification). 

Claims 13 and 27 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
O'Shea in view of the article entitled "Itanium Processor Family System Abstraction Layer 
Specification", Intel document number 245359-005, July 2001 (hereinafter the SAL 
specification). 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art cited must teach or suggest all the claim limitations. See M.PJE.P. § 2143. 
Without conceding the first and second criteria, Applicant asserts that the rejection does not 
satisfy the third criteria. 

The Office Action admits that O'Shea does not teach having various limitations as 
described on pages 12 -16 of the Office Action. The Office Action attempts to cure this 
deficiency by introducing the ACPI specification and the SAL specification, which the Office 
Action alleges to teach having such elements. However, this combination, as presented, does not 
teach or suggest all limitations of the claimed invention. 

Base claims 1 and 15 are defined as described above. O'Shea does not disclose these 
limitations, as discussed above. Neither the ACPI specification nor the SAL specification are 
relied upon in the Office Action as disclosing these limitations. Therefore, the combinations of 
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O'Shea with the ACPI specification and the SAL specification do not teach all elements of the 
claimed invention. 

Claims 1, 9, 21-22, 13, and 27 depend from base claims 1 and 15, respectively, and thus 
inherit all limitations of their respective base claim. Each of claims 7, 9, 21-22, 13, and 27 sets 
forth features and limitations not recited by the combinations of O' Shea with the ACPI 
specification and the SAL specification. Thus, the Applicant respectfully asserts that for the 
above reasons claims 7, 9, 21-22, 13, and 27 are patentable over the 35 U.S.C. § 103(a) 
rejections of record. 

Conclusion 

For all the reasons given above, the Applicant submits that the pending claims distinguish 
over the prior art of record under 35 U.S.C. §§ 102 and 103, Accordingly, the Applicant submits 
- that this application is in full condition for allowance. 

Applicant respectfully requests that the Examiner call the below listed attorney if the 
Examiner believes that such a discussion would be helpful in resolving any remaining problems. 

Applicant believes no fee is due with this Response. However, if a fee is due, please 
charge our Deposit Account No. 08-2025, under Order No. 1 00203448-2 from which the 
undersigned is authorized to draw. 



Dated: June 18, 2007 



S hereby certify that this paper (along with any paper 
referred to as being attached or enclosed) is being 
transmitted via the Office electronic filing system In 
accordance with § 1.6(a)(4). 



Respe 



Dated: June/ 
Signature: . 




Registration No.: 40,381 
Attorney for Applicant 

(214) 855-8186 
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